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DETAILED ACTION 

This action is in response to papers filed on October 27, 2006. 
Claims 1, 22, 33, 42, 47 and 51 have been amended. 
Claims 1-51 are pending. 
Claims 1-51 are rejected. 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
27, 2006 has been entered. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-31 and 33-41are rejected under 35 U.S.C. 102(e) as being anticipated 
by US Patent 6,682,440; Karidis et al. Flexible Interface Portable Computing Device. 
Hereinafter referred to as Karidis. 

3. As to claims 1 , 22, 26 and 51 Karidis teaches a system and apparatus with 
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Paper form for recording data with an integrated electronic instrument that 
generates a record regarding the use of the paper diary(form).(C. 13 I. 35-40). 

4. As to claims 2 and 23 interface for transferring records(C. 15 I. 41-47). 

5. As to claims 3-7, 10-11, 28 and 32-37 Karidis teaches a system and apparatus 
with several options for sensors that detect use. (C. 7 I. 51-53 & C. 14 I. 51-53). 

6. As to claims 8, 29-31 and 34-39-41 Karidis teaches time and date stamping a 
record when detection is made by recording unit(C. 10 1. 17-20) 

7. As to claim 9 Karidis teaches superimposing the paper over the recording unit(C. 
10 1.1-5). 

8. As to claim 12 Karidis teaches a pen to be used to allow a user to write on paper 
and contains a sensor(C. 1 I. 27-29). 

9. As to claim 14 Kardis teaches storage for the electronic records(C. 6 I. 27-29). 

10. As to claims 15-18 teaches the recording unit detecting use and date 
stamping(C. 10 I. 17-20). 

11. As to claim 19 Karidis teaches the electronic instrument visible(Fig. 13). 

12. As to claim 20 Karidis teaches a Gl display(C. 6 I. 1-2). 

13. As to claim 21 Kardis teaches the recording unit superimposed by the 
paper(covertly connected)(C.9 I. 59). 

14. As to claim 24 Karidis teaches a cable connection(C. 6 I. 32-34). 

15. As to claim 25 Karidis teaches device comprising a laptop(C. 7 I. 3-5). 

16. As to cliam 27 Karidis teaches the paper in communication with recording unit(C. 
101. 17-20). 
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17. As to claim 33 Karidis teaches a method of detecting an event RELATED to data 
entry onto paper with an electronic instrument incorporated it diary(C. 15 I. 35-40) and 
capturing and storing CHARACTERISTICS of the related event(C. 10 I. 17-20). 

Claim Rejections - 35 USC § 103 

1 8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains/ 
Patentability shall not be negatived by the manner in which the invention was made. 

19. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

20. Claims 47-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 6,362,440 Karidis et al. Hereinafter referred to as Karidis. 

21 . As to claims 47 Karidis teaches method of detecting an event RELATED to data 
entry onto paper with an electronic instrument incorporated it diary(C. 15 I. 35-40) and 
capturing and storing CHARARCTERISTICS of the related event(C. 10 I. 17-20). 
Karidis fails to teach the data that is being entered/recorded or tracked as clinical trial 
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data. However, it would be obvious to use the recording/computing device record any 
type of data that is pertinent to ones work or research area. 

22. As to claim 48 Karidis teaches creating an electronic record(C. 10 I. 17-20). 

23. Claims 42-46 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 6,362,440 Karidis as applied to claims 47-48 above, and further in view of 
Non-patent literature article "Diary keeping in asthma: comparison of written and 
electronic methods." Hyland, et al. Hereinafter referred to as Hyland. 

24. As to claim 42 Karidis teaches detecting an event RELATED to data entry onto 
paper with an electronic instrument incorporated it diary(C. 15 I. 35-40) and capturing 
and storing CHARACTERISTICS of the related event(C. 10 I. 17-20). Karidis fails to 
teach comparinig the electronic record with what the user wrote on paper. Hyland 
teaches a comparison of electronic and pencil diaries. (Abstract). It would have been 
obvious to one of ordinary skill in the art at the time of invention to combine Hyland with 
Karidis as the electronic time coded diary provides an more accurate quality review of 
data entry, but the paper form is more desirable, comfortable or normal to the user. 

25. As to claim 43-44 Karidis teaches time and date stamping a record when 
detection is made by recording unit(C. 10 I. 17-20) 

26. As to claims 45-46 Karidis teaches time and date stamping a record when 
detection is made by recording unit(C. 10 I. 17-20). Karidis fails to teach validity of data 
based on time. However, Hyland teaches validity of a diary being completed the actual 
day rather than in retrospect(Pg. 1 C. 2 ). It would have been obvious to one of ordinary 
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skill in the art at the time of invention to combine Hyland with Karidis to be able to 
determine accuracy of data. 

Response to Arguments 

27. Applicant's arguments filed October 27, 2006 have been fully considered but they 
are not persuasive. 

28. Applicant argues that Karidis is not incorporated into the diary and that it is 
merely a recording device. However, applicant explains a dairy in the specification as 
anything to take notes or entries. Therefore, given a recording device with paper used 
for writing on is an equivalent. Applicant additionally argues that incorporation makes 
the device unobtrusive from the user. The examiner notes that in the summary and 
background of art Karidis discusses how it is advantages for the paper over the 
electronic recording device as it is what the user I familiar with and can be used to take 
notes in a discrete and still be saved for manipulation and distribution. Furthermore, the 
examiner notes though the applicant is arguing the "diary" unobtrusive yet they still 
claim the device is visible to the user. (Claim 19). 

29. As to applicants arguments regarding the Hyland reference. The applicant 
argues Hyland's records are not generated from writing on paper. However, the 
examiner notes Hyland is used for the comparison aspect of records, not for the 
generation of the records. 

30. Applicant argues the combination improper because Karidis ia a computer log of 
Hyland. The examiner notes Karidis teaches an electronic log with a paper form used 



Application/Control Number: 09/840,730 



Page 7 



Art Unit: 3629 

to make entries not merely just an electronic log. Therefore, applicants arguments 
support examiners combination of references in that Karidis' log could be used to 
replace Hyland two logs and still maintain integrity to the research being done. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Traci L Casler whose telephone number is 571-272- 
6809. The examiner can normally be reached on Monday-Thursday 6:00 am-4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 





